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DETAILED ACTION 



Claim Rejections - 35 USC § 101 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



2. Claims 20 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 



Independent claim 20 is directed to instructions that are not implemented on a 
computer-readable storage medium. 

Data structures not claimed as embodied in computer-readable media are descriptive 
material perse and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 
(claim to a data structure perse held nonstatutory). Such claimed data structures do 
not define any structural and functional interrelationships between the data structure 
and other claimed aspects of the invention which permit the data structure's functionality 
to be realized. In contrast, a claimed computer-readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. 



Claim Rejections ■ 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1 - 25 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Roseman (U.S. Pat. No. 6,608,636) (Server Based Virtual Conferencing). 

4.1 Regarding claim 1 , Roseman discloses an apparatus, comprising: 

an application server component that receives an indication of one or more 
communication devices that are to receive one or more invitations to join a 
communication session (Fig. 2; title "Server Based Virtual Conferencing"; Abstract; col. 
1 , lines 34 - 63 "host computer"; col. 3, line 63 - col. 4, line 27; col. 5, lines 20 - 25, 31 
-34); 

wherein the one or more invitations comprise a photo (col. 5, lines 20 - 25 "One 
option is to allow the Requester to instruct the host computer to place a small picture of 
the Requester onto the Invitee's computer display. The picture beckons the Invitee's 
attention . . . " ; col. 5, lines 31 - 34 "If the Invitee wishes to respond to the Requester, 
the Invitee clicks a pointing device onto the picture, and the host establishes 
video and audio connections between the two local computers."); 
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wherein the application server component notifies the one or more 
communication devices of the one or more invitations to join the communication session 
(Abstract; col. 5, lines 20 - 25, 31 - 34); 

wherein upon acceptance of at least one of the one or more invitations by at least 
one of the one or more communication devices, the application server component 
connects the at least one of the one or more communication devices to the 
communication session (Abstract; col. 1, lines 34 - 63; col. 5, lines 20 - 25, 31 - 34). 

4.2 Per claim 2, Roseman teaches the apparatus of claim 1 , wherein the one or more 
communication devices comprise one or more first communication devices (Fig. 2; 
Abstract; col. 3, line 63 - col. 4, line 27); and wherein the application server component 
receives the indication of the one or more first communication devices from one or more 
second communication devices (Fig. 2; Abstract; col. 3, line 63 - col. 4, line 27). 

4.3 Regarding claim 3, Roseman discloses the apparatus of claim 2, wherein the one 
or more second communication devices are involved in the communication session; 
wherein the application server component notifies the one or more first communication 
devices of the one or more invitations to join the communication session with the one or 
more second communication devices (Fig. 2; Abstract; col. 3, line 63 - col. 4, line 27). 

4.4 Per claim 4, Roseman teaches the apparatus of claim 3, wherein the application 
server component identifies a match between the one or more invitations and the 
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acceptance of the one or more of the one or more invitations (col. 6, lines 9-13; col. 7, 
lines 29 - 53; col. 9, line 61 - col. 10, line 8); wherein the application server component 
employs the match to indicate to one or more control components a call identification of 
the communication session (col. 6, lines 9-13; col. 7, lines 29 - 53; col. 9, line 61 - 
col. 10, line 8); wherein the one or more control components employ the call 
identification to connect the one or more of the one or more first communication devices 
to the one or more second communication devices in the communication session (col. 
6, lines 9-13; col. 7, lines 29 - 53; col. 9, line 61 - col. 10, line 8). 

4.5 Regarding claim 5, Roseman discloses the apparatus of claim 2, wherein the one 
or more first communication devices comprise a communication device, wherein the 
application server component activates an indicator of an invitation of the one or more 
invitations on the communication device, wherein the indicator persists until an action 
occurs on the invitation (col. 5, line 46 - col. 6, line 6 "invitation card"). 

4.6 Per claim 6, Roseman teaches the apparatus of claim 5, wherein the indicator 
persists on a display of the communication device, wherein upon the acceptance of the 
invitation by the communication device, the user of the communication device employs 
the indicator to initiate a connection to the communication session; wherein the 
application server component connects the communication device to the communication 
session (col. 5, line 46 - col. 6, line 6). 



Application/Control Number: 10/601,249 Page 6 

Art Unit: 2141 

4.7 Regarding claim 7, Roseman discloses the apparatus of claim 5, wherein the 
action comprises an acceptance of the invitation by the communication device (col. 5, 
line 46 - col. 6, line 6; col. 6, lines 25 - 33); wherein upon receipt of the acceptance of 
the invitation by the communication device, the application server component sends one 
or more notifications of the acceptance of the invitation by the communication device to 
the one or more second communication devices (col. 5, line 46 - col. 6, line 6; col. 6, 
lines 11 -33). 

4.8 Per claim 8, Roseman teaches the apparatus of claim 5, wherein the action 
comprises a withdrawal of the invitation by one or more of the one or more second 
communication devices; wherein prior to an acceptance of the invitation, the one or 
more of the one or more second communication devices send the withdrawal to the 
application server component (col. 6, lines 11 - 33). 

4.9 Regarding claim 9, Roseman discloses the apparatus of claim 8, wherein upon 
receipt of the withdrawal, the application server component removes the indicator of the 
invitation from the communication device (col. 5, lines 46 - 65; col. 1 1 , lines 51 - 67). 

4.10 Per claim 10, Roseman teaches the apparatus of claim 5, wherein the action 
comprises a rejection of the invitation by the communication device (col. 5, line 46 - col. 
6, line 6; col. 6, lines 11 - 33); wherein prior to an acceptance of the invitation, the 
communication device sends the rejection to the application server component (col. 6, 
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4.1 1 Regarding claim 1 1 , Roseman discloses the apparatus of claim 10, wherein upon 
receipt of the rejection, the application server component sends one or more 
notifications of the rejection to the one or more second communication devices (col. 6, 
lines 1 1 - 33). 

4.12 Per claim 12, Roseman teaches the apparatus of claim 5, wherein the action 
comprises a completion of the communication session (col. 5, line 46 - col. 6, line 6; 
col. 6, lines 1 1 - 33); wherein upon completion of the communication session prior to an 
acceptance of the invitation, the application server component sends a notification to 
the communication device of the completion of the communication session (col. 5, line 
46 - col. 6, line 6; col. 6, lines 1 1 - 33); wherein the application server component 
removes the indicator of the invitation from the communication device (col. 5, lines 46 - 
65; col. 11, lines 51 -67). 

4. 1 3 Regarding claim 1 3, Roseman discloses the apparatus of claim 1 , wherein the 
communication session comprises a voice conference call, wherein upon acceptance of 
an invitation of the one or more invitations by a communication device of the one or 
more communication devices, the application server component connects a user of the 
communication device into a voice conversation with one or more participants in the 
communication session (col. 5, line 46 - col. 6, line 6; col. 6, lines 1 1 - 33). 
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4.14 Per claims 14-20, 24, and 25, the rejection of claims 1-13 under 35 USC 
1 02(e) (paragraphs 4.1-4.13 above) applies fully. 

4.15 Regarding claim 21, Roseman discloses the apparatus of claim 1, wherein the 
communication session comprises a data session or a voice conference call (Abstract 
"multiple parties are linked by both video and audio media"; col. 3, lines 53 - 56 "voice 
and message interaction among the participants"; col. 6, lines 31 - 33 "attend the 
meeting in customary ways, such as by telephone"). 

4.16 Per claim 22, Roseman teaches the apparatus of claim 1 , wherein the indication 
comprises a phone number, an email address or an instant message account name 
(col. 10, lines 30-45). 

4.17 Regarding claim 23, Roseman discloses the apparatus of claim 5, wherein the 
indicator comprises an icon, a tone, and a light (col. 5, lines 35-44 "a knocking (or 
chiming) sound"; col. 5, line 46 - col. 6, line 6 "The invitation card is an active icon"). 

Response to Arguments 

5. Applicant's arguments filed 8/8/07 have been fully considered but they are not 
persuasive. 



Application/Control Number: 10/601 ,249 Page 9 

Art Unit: 2141 

With regard to the 101 rejection of claim 20, Applicant argues that the specification 
limits the instructions as implemented on "recordable data storage medium 114 of the 
application server 108 and the communication devices 102, 103, and 104." 
Examiner disagrees. 

The Examiner notes that specification depicts an alternative embodiment, namely a 
"computer-readable signal-bearing media ..." (p. 15, lines 13 - 14), wherein "the 
computer-readable signal-bearing medium comprises a modulated carrier signal 
transmitted over a network comprising or coupled with the apparatus 100 ..." (p. 15, 
lines 19-20). 

Therefore, as stated in MPEP 2106.01, "when nonfunctional descriptive material is 
recorded on some computer-readable medium, in a computer or on an electromagnetic 
carrier signal, it is not statutory since no requisite functionality is present to satisfy the 
practical application requirement. Merely claiming nonfunctional descriptive material, 
i.e., abstract ideas, stored on a computer-readable medium, in a computer, or on an 
electromagnetic carrier signal, does not make it statutory." 
As seen in MPEP 2106.01, claim 20 is nonstatutory. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Crane U.S. Pat. Pub. No. 2003/0220980 Method and System for 

Providing a Computer Network-Based Community-Building Function Through User- 
To — User Ally Association 

A community building system that allows the group host to invite allies by clicking on the 
pictures of the allies (paragraph 114). 

Li et al. U.S. Pat. Pub. No. 2003/01 1 51 53 Identifier Management in 
Message Transmission System 

Li discloses an information sharing apparatus that "generates an image inviting the user 
to click on the image to join the information utility" (paragraph 70). 

Salesky. U.S. Pat. No.6,343,313 Computer Conferencing System With 
Real-Time Multipoint, Multispeed, Multi-Stream Scalability 
A conference system with a shared image area. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth R. Coulter whose telephone number is 571 
272-3879. The examiner can normally be reached on M - F, 7:30 am - 4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on 571 272-3880. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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